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Many companies describe the trademark registration process as slow, unpredictable, or unnecessarily complicated. While the 
process does take time, much of the frustration comes from misunderstanding how it works and where meaningful decisions 
actually occur.

From an in-house counsel's perspective, the registration process is less about waiting on the USPTO and more about 
managing internal expectations, coordinating stakeholders and making timely business decisions. Companies that understand 
the process tend to move through it with far less frustration than those that assume registration is a simple administrative 
exercise.

Understanding what happens at each stage allows legal and business teams to anticipate issues instead of reacting to them.

Filing Is Only the Beginning

Submitting a trademark application is an important milestone, but it is only the first step. Once an application is filed, it enters 
the USPTO examination queue, where it typically waits several months before an examining attorney reviews it.

This waiting period often creates confusion. Business teams may assume the application is actively moving toward approval 
when, in reality, nothing substantive has happened yet. The delay is not unique to a particular application; it is simply how the 
examination system is structured.

This is an excellent opportunity for in-house counsel to set expectations. Filing secures a filing date and begins the registration 
process, but it does not mean the government has approved the mark or even evaluated it.

Managing expectations early helps prevent unnecessary status inquiries and allows the business to focus on preparing for the 
next meaningful stage.

Examination Is the First Real Decision Point

Once an examining attorney reviews the application, the USPTO determines whether the mark satisfies the legal requirements 
for registration.

If issues are identified, the USPTO issues an Office Action explaining the concerns. These may involve:

• Likelihood of confusion with an existing registration
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• Descriptiveness

• Identification of goods or services

• Specimen deficiencies

• Procedural issues

Many applicants view an Office Action as a setback. In reality, Office Actions are a routine part of the registration process, and 
many applications receive one.

What often delays the process is not the Office Action itself but the company's response. Legal may need input from 
marketing. Marketing may want to preserve branding. Business leadership may need to evaluate whether to narrow the 
application, adopt a consent agreement, or consider a new mark altogether.

These internal discussions frequently consume far more time than preparing the legal response.

The organizations that move efficiently are those that have already identified who makes these decisions before an Office 
Action arrives.

Internal Alignment Matters More Than USPTO Timelines

The USPTO controls its examination schedule, but companies control how quickly they respond.

Trademark issues often require input from multiple departments:

• Marketing

• Product teams

• Executive leadership

• Outside counsel

• In-house legal

Without clear ownership, simple decisions can remain unresolved for weeks or months.

For example, if a refusal raises concerns about the scope of goods or services, someone must decide whether narrowing the 
application affects future business plans. If a conflict with another mark exists, leadership must determine whether 
coexistence, rebranding, or enforcement makes the most business sense.

These are business decisions with legal implications — not merely legal questions.

Organizations that establish decision-making procedures before problems arise consistently move applications forward more 
efficiently.

Publication Is Not the Finish Line

Once an application overcomes any examination issues, it is published in the USPTO's Official Gazette.

Publication allows third parties to oppose registration if they believe the mark would harm their existing rights.

Many applications pass through publication without incident, leading businesses to believe registration is virtually guaranteed. 
While that is often true, publication remains a meaningful risk period.
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Competitors, trademark owners, or other interested parties have an opportunity to challenge the application. If an opposition is 
filed, what appeared to be a straightforward registration can become a contested proceeding before the Trademark Trial and 
Appeal Board.

For in-house counsel, publication should be viewed as another governance checkpoint. If an opposition arises, the company 
must evaluate the business value of the mark, litigation costs, settlement opportunities, and long-term branding objectives.

The legal question is only part of the analysis.

Registration Begins a New Phase

Receiving a registration certificate is an important accomplishment, but it is not the end of trademark management.

Trademark rights must be maintained.

That includes monitoring renewal deadlines, maintaining proper use of the mark, updating ownership records when necessary, 
and ensuring that marketing teams use the trademark consistently.

Companies should also monitor the marketplace for potentially conflicting marks. Failure to enforce rights can weaken the 
distinctiveness of a brand over time.

As businesses grow, trademarks often become more valuable. New product lines, international expansion, acquisitions, and 
licensing arrangements all create additional trademark considerations.

Registration establishes a foundation, but protecting brand value requires ongoing attention.

Where Companies Commonly Create Delays

While the USPTO's examination schedule cannot be accelerated, many delays originate inside the organization.

Common causes include:

• Waiting too long to conduct trademark clearance

• Delaying difficult branding decisions

• Unclear ownership of legal decisions

• Late involvement of executive leadership

• Inconsistent communication between legal and marketing

• Assuming registration is a one-time administrative task

Each individual delay may appear minor, but collectively they can add months to the overall timeline.

The most successful trademark programs rely on predictable internal processes rather than last-minute decision-making.

What In-House Counsel Can Control

In-house counsel cannot shorten the USPTO's review queue, but they can significantly improve how the organization 
experiences the registration process.

Setting realistic expectations from the outset helps business teams understand where delays are normal and where prompt 
action is required.



offitkurman.com

Establishing clear decision-makers before issues arise allows Office Actions to be addressed efficiently.

Developing standard procedures for trademark clearance, filing, enforcement, and maintenance reduces uncertainty and 
improves consistency across the organization.

Perhaps most importantly, in-house counsel can help leadership view trademarks as strategic business assets rather than 
isolated legal filings.

A well-managed trademark portfolio supports product launches, marketing investments, licensing opportunities, acquisitions, 
and long-term brand value.

Final Thoughts

The trademark registration process is rarely as unpredictable as it seems. The major milestones: filing, examination, 
publication, and registration, are well established, and each presents its own set of business decisions.

Companies that anticipate these decision points generally experience fewer surprises and less frustration. Those that wait until 
each issue arises often perceive the process as slower and more burdensome than it actually is.

While no one can accelerate the USPTO's timeline, organizations can improve their own by establishing clear responsibilities, 
aligning stakeholders early, and treating trademark management as an ongoing component of business strategy.

In many cases, the biggest obstacle to registration is not the government. It is the company's own decision-making process.
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