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USPTO Shortens Time for 
Response to Office Actions
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By Laura J. Winston

On December 3, 2022, the US Patent and Trademark Office (USPTO) is making a big change to the requirements to respond 
to rejections or requirements for further information.

Background: When a business files an application for trademark registration in the US, it is (eventually) examined, and the 
examining attorney will either approve the application or issue an Office Action. The Office Action is a letter that will either 
refuse to accept the application (because of a prior similar registration or other ground for refusal) or require amendments to a 
part of the application (such as the description of goods) before the application can be accepted. Throughout recorded history, 
the USPTO has given the applicant six months to respond to the Office Action.

Big Change: For Office Actions issued on or after December 3, the USPTO will require a response within three months of 
the date of issue of the Office Action. It is possible to extend this time for an additional three months with payment of a fee. 
The fee will need to be paid before the 3-month deadline; it will not be automatic and cannot be paid after the fact.

What this means for applicants:  Your attorney handling the application will notify you when an Office Action issues and will 
let you know the deadline to respond or request the extension. It will be important to review the issues with your attorney and 
make a plan for responding without delay.

Additional considerations: For now, this change only applies to Office Actions issued in pending applications. For Office 
Actions that might issue in response to a post-registration renewal or declaration of use, the same change will take effect on 
October 7, 2023.

For more information about this rule change or any issues related to trademark protection or registration, please contact Laura 
Winston.
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